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DETAILED ACTION 



Claim Objections 



1. Claim l is objected to because of the following informalities: Examiner 
understands that "the second node" in line 7 of the claim 1 should be "the third 
node" and has treated the claim 1 under such assumption in the following rejection 
of claim 1. According to the line 3-4 of the claim 1, the control functions are 
implemented in the third node which is the 3G-GSN server from the specification. 
Appropriate correction is required. 

2. Claim 6 is objected to because of the following informalities: Examiner 
understands that "the third node" in line 7 of the claim 6 should be "the second 
node" and has treated the claim 1 under such assumption in the following rejection 
of claim 6. According to the line 3-4 of the claim 6, the control functions are 
implemented in the second node which is the 3G-GSN server from the 
specification. Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claim 1, 6 and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Darland et al. (U.S. Patent 5,793,771). 

In regarding to claim 1, Darland teaches a method for enabling 
communication between a first network in which control functions and user 
functions are combined (Column 2 Line 24) in a first node and a second network in 
which user functions and control functions are separately implemented (Column 2 
Line 51-57) in second and third nodes, respectively, the method comprising the 
steps of: determining whether received data contains control data; and if the 
received data contains control data, extracting control data from the received data 
and forwarding the control data to the third node for resource handling (Column 3 
Line 14 - 24). 

In regarding to claim 6, Darland teaches an apparatus for enabling 
communication between a first network in which control functions and user 
functions are combined (Column 2 Line 24) in a first node and a second network in 
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which user functions and control functions are separately implemented (Column 2 
Line 51 - 57) in second and third nodes, respectively, the apparatus comprising: a 
detector for detecting whether received data contains control data; a protocol 
device for extracting control data from the received data and forwarding the 
control data to the second node for resource handling, if the detector determines 
that the received data contains control data (Column 3 Line 14 - 24). 

In regarding to claim 1 1, Darland teaches a system for enabling 
communication between a first network in which control functions and user 
functions are combined (Column 2 Line 24) in the same node and another network 
in which user functions and control function are implemented in separate nodes 
(Column 2 Line 51 - 57), the system comprising: a first node in the first network, 
wherein user functions and control functions are handled in the first node; a second 
node in the second network wherein user functions are handled in the second node; 
a third node in the second network wherein control functions are handled in the 
third node; and a device for determining whether received data contains control 
data, and, if received data contains control data, extracting control data from the 
received data and forwarding the control data to the third node (Column 3 Line 14 
-24). 
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Claim Rejections - 35 USC §103 



5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



6. Claim 2, 3, 7, 8, 12 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Darland et al. in view of Lehtimaki et al. (U.S. Pub. 
2002/0085512). 

In regarding to claim 2, Darland teaches the steps of extracting control data 
when the received data contains control data (Column 3 Line 14-24). Darland, 
however, does not explicitly teach about the case when the received data does not 
contain control data. Lehtimaki teaches the steps of the second node processing 
non-control data and forwarding to the first node (Figure 3). It would have been 
obvious to one skilled in the art to modify Darland to pass the non-control data as 
taught by Lehtimaki in order to save the network resources. 

In regarding to claim 3, Lehtimaki teaches the steps of extracting and 
forwarding are performed in the second node ([0039]). 

In regarding to claim 7, Darland teaches the steps of extracting control data 
when the received data contains control data (Column 3 Line 14-24). Darland, 
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however, does not explicitly teach about the case when the received data does not 
contain control data. Lehtimaki teaches the steps of the third node processing non- 
control data and forwarding to the first node (Figure 3). It would have been 
obvious to one skilled in the art to modify Darland to pass the non-control data as 
taught by Lehtimaki in order to save the network resources. 

In regarding to claim 8, Lehtimaki teaches the steps of extracting and 
forwarding are performed in the third node ([0039]). 

In regarding to claim 12, Lehtimaki teaches the steps of the third node first 
forwards the control data to the second node, which converts the control data to 
GTP and forwards the GTP control data to the first node ([0038], Figure 3). 

In regarding to claim 13, Lehtimaki teaches the steps of extracting and 
forwarding are performed in the second node ([0039]). 

7. Claim 4, 5, 9, 10, 14 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Darland et al. in view of Palat et al. (EP 1079655 Al). 

In regarding to claim 4, Darland teaches the method of separating the control 
function and the user function (Column 2 Line 51 - 57). Darland, however, does 
not teach the specifics about the involved networks. Palat teaches that the first 
network is a second generation packet data network 208, and the second network is 
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a third generation packet data network 210. It would have been obvious to one 
skilled in the art to adapt Darland to the second and the third generation packet 
data network as taught by Palat in order to utilize existing network in the process 
of generation turnover. 

In regarding to claim 5, Palat teaches that the first network is a second 
generation Global Packet Radio Service (GPRS) network 204, and the second 
network is a third generation Universal Mobile Telecommunication System 
(UMTS) network 206. 

In regarding to claim 9, Darland teaches the method of separating the control 
function and the user function (Column 2 Line 51-57). Darland, however, does 
not teach the specifics about the involved networks. Palat teaches that the first 
network is a second generation packet data network 208, and the second network is 
a third generation packet data network 210. It would have been obvious to one 
skilled in the art to adapt Darland to the second and the third generation packet 
data network as taught by Palat in order to utilize existing network in the process 
of generation turnover. 

In regarding to claim 10, Palat teaches that the first network is a second 
generation Global Packet Radio Service (GPRS) network 204, and the second 
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network is a third generation Universal Mobile Telecommunication System 
(UMTS) network 206. 

In regarding to claim 14, Darland teaches the method of separating the 
control function and the user function (Column 2 Line 51-57). Darland, 
however, does not teach the specifics about the involved networks. Palat teaches 
that the first network is a second generation packet data network 208, and the 
second network is a third generation packet data network 210. It would have been 
obvious to one skilled in the art to adapt Darland to the second and the third 
generation packet data network as taught by Palat in order to utilize existing 
network in the process of generation turnover. 

In regarding to claim 15, Palat teaches that the first network is a second 
generation Global Packet Radio Service (GPRS) network 204, and the second 
network is a third generation Universal Mobile Telecommunication System 
(UMTS) network 206. 
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Conclusion 



8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The following patents are cited to further show the state of 
the art with respect to the communication network. 

U.S. Patent 5,579,316 to Venters et al. 

U.S. Patent 5,978,386 to Hamalainen et al. 

U.S. Patent 6,233,458 to Haumont et al. 

U.S. Patent 6,377,804 to Lintulampi 

U.S. Patent 6,542,516 to Vialen et al. 

U.S. Patent 6,584,098 to Dutnall 

U.S. Patent 6,594,486 to Rasanen 

U.S. Patent 6,658,01 1 to Sevanto et al. 

U.S. Pub. 2002/0086667 to Suvanen 

U.S. Pub. 2002/0155825 to Haumont et al. 

EP 1 079643 Al to Casati 
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9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Clemence Han whose telephone number is 
(703) 305-0372. The examiner can normally be reached on Monday-Friday 8 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Huy Vu can be reached on (703) 308-6602. The fax phone 
number for the organization where this application or proceeding is assigned is 
(703)872-9314. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 
306-0377. 

Clemence Han 
Examiner 
Art Unit 2665 



HUYD.VU 
SUPERVISORY PATENT EXAMINER 
7SCHN&.G3Y CENTER 2600 



